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REMARKS/ARGUMENTS 

Reconsideration is respectfully requested of the Official Action of June 28, 2006, relating 
to the above-identified application. 

A one month extension of time, together with the associated fee, is filed herewith. 

It is noted that the drawings filed on March 25, 2004, have been accepted by the 
Examiner. 

It is fiirther noted that the Official Action acknowledges receipt of the claim for priority 
and the certified copy of the priority document. 

With respect to the requirement for restriction, applicants confirm the provisional election 
of the species of: 

(C) Spherical fused silica 

(D) Triphenylphosphine 

(E) y-glycidoxypropyl trimethoxysilane 

(F) 2,3-dihydroxynaphthalene 

It is understood that upon allowance of a generic claim, applicants will be entitled to 
consideration of claims to additional species which depend from or otherwise require all the 
limitations of the allowable generic claim. 

This application is a continuation-in-part of applicants earlier filed copending application 
No. 10/797,706, now U.S. Patent 7,023,098 

The application has been amended by replacing the paragraph containing the misspelled 
term "hydroxyl" which begins on page 13 and extends over onto page 14, Unes 1 and 2. 
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The correct spelling of the silane on page 17, Kne 8, and in Tables 1 and 2, has been 
corrected. The correction in Tables 1 and 2 has been highlighted since underhning could not be 
accommodated in the Tables. 

With entry of the foregoing amendment, it is believed that the definition of component F 
has been corrected and, therefore, the rejection of Claims 1-19 under 35 U.S.C. § 112 (first and 
second paragraphs) has been overcome. 

It will be noted that Claim 1 has been amended to insert the presence of hydrogen in the 
definition of the substituent R2 because in both phenol resins of the MEH-7851SS and XLC-LL 
used in the examples of this application R2 in the general formula (2) is hydrogen as shown in the 
enclosed MSDS sheets. Attention is invited to page 17 (Example 1) which identifies the phenol 
biphenylaralkyl resin as MEH-7851 SS. This material is identified by structural formula in the 
enclosed MSDS on page 1, paragraph 2, fi:om which it will be recognized that the right hand end 
of the formula is: 

-CH2C6H4C6H4CH2- C6H4OH 
which means that R2 is formula (2) in Claim 1, and on page 6 of the appUcation is hydrogen (for 
MEH-7851 SS). Therefore, it is inherent that R2 in formula (2) can be hydrogen. The 
amendment thus does not introduce any new matter. 

See also examples 2-13 described beginning on page 18 of the application which used as 
the phenol resin the commercially available XLC-LL. The 5 page MSDS for this compound is 
attached. On page 1 of the MSDS, the structure of XLC-LL is given and it will be seen that R2 is 
hydrogen. Therefore, applicants respectfiilly submit that the evidence shows the application 
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inherently disclosed compounds of formula (2) wherein Ri is hydrogen. It follows that insertion 
of "hydrogen" into the Claim 1 definition of R2 does not involved new matter. 

The rejection of Claims 1-9 on the ground of non-statutory obviousness type double 
patenting, as unpatentable over Claims 1-8 of applicants' earlier issued patent US 7,023,098, 
taken with the Gallo patent (US 6,432,540) and Iwasaki, et al, (US 6,242,110) is traversed and 
reconsideration is respectfully requested. 

Claims 1 to 8 of the earlier issued patent of Umeno, et al. do not disclose or suggest the 
epoxy resin of formula 1 or the phenol resin of formula 2 set forth in Claim 1 of this application. 
Consequently, there is no basis in the Official Action to allege that the subject matter of this 
appUcation is obvious in view of Claims 1-8 of the cited patent, hi regard to the secondary 
references, neither of these references show an equivalence between the epoxy or phenol resin 
defined in Claim 1 of this application and the resins disclosed in Claims 1-8 of applicants' earUer 
issued patent. The present application is a continuation-in-part of the Umeno patent application 
and, therefore, the Umeno patent is not available as a reference. 

The rejection of Claims 1 to 9 under 35 U.S.C. § 103(a) as unpatentable over appUcants' 
earlier issued patent, US 7,023,098, in view of Gallo and Iwasaki is traversed and 
reconsideration is respectfully requested. 

The resin described by applicants' earlier issued patent has sufficient flame retardance 
that a person having ordinary skill in the art would not be lead to further modify the resin 
described in that patent. The resin is the main component in the resin composition and changing 
the resin leads to changes of characteristics in the composition such as flowabiUty. 
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Iwasaki discloses that using epoxy resin 1, in col. 7, and the phenoUc resin 1, in col. 6, 
provides a high flame retardance without using the flame retardant. Consequently, apphcants 
respectfully submit that there would be no reason or suggestion in the cited references which 
would lead a person skilled in the art to believe that any benefit or advantage could be obtained 
by modifying the composition of Umeno with the components of Gallo and/or Iwasaki. No 
motivation exists for a person having ordinary skill in the art to combine these three references in 
the manner set forth in the Official Action. This application is a continuation-in-part of 
applicants' earUer issued patent, US 7,023,098, and, therefore, the patent is not available as a 
reference. 

Accordingly, withdrawal of the rejection is respectfully requested. 

The rejection of Claims 1 to 9 under 35 U.S.C. § 103(a) as unpatentable over the 
Japanese patent 2003-292730, taken with Gallo and Iwasaki and further in view of Japanese 
patent no. 3-29352 is traversed and reconsideration is respectfully requested. 

The Gallo and Iwasaki patents do not attribute enhanced flame retardance to the presence 
of the particular component which is present in apphcants' invention. Accordingly, there is no 
motivation for a person skilled in the art to modify the composition of the Japanese document 
'730 with the materials firom Gallo and Iwasaki. Withdrawal of the rejection is therefore 
respectfully requested. 

The rejection of Claims 1-9 under 35 U.S.C. § 103(a) as unpatentable over Gallo and 
Iwasaki in view of the Japanese document '352 is traversed and reconsideration is respectfully 
requested. The resm shown in the Japanese patent application 3-29352 does not teach improving 
moisture resistance by using an ortho-phenohc compound. Accordingly, applicants respectfully 
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submit there is no motivation in the combination of references whereby a person skilled in the art 
would select the ortho-phenolic compound of the Japanese '352 document for incorporation into 
the formulations of Gallo and Iwasaki. In the absence of motivation, the rejection based on 
obviousness is improper and should be withdrawn. 

For reasons set forth above, applicants respectfully request favorable action at the 
Examiner's earliest convenience. 



Dated: October 30, 2006 
Suite 3100, Promenade II 
1230 Peachtree Street, N.E. 
Atlanta, Georgia 30309-3592 
Telephone: (404) 815-3593 
Facsimile: (404) 685-6893 



Respectfully submitted. 



SMITH, GAMBRELL «& RUSSELL, LLP 
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